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1. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

2. Claim 7 is rejected under 35 U.S.C. 101 because the final step of merely analyzing 
would not appear to be sufficient to constitute a tangible result, since the outcome of the 
analyzing step is not being claimed in a disclosed practical application nor is it outcome 
being made available in such a manner that its usefulness in a disclosed practical 
application can be realized. See OG Notices: 22 November 2005, "Interim Guidelines 
for Examination of Patent Applications for Patent Subject Matter Eligibility". 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims i, 3, 7, and 9 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Norton (US 6,778,273) in view of Shafer (US 4,205,902) and further in view of the 
acknowledged prior art of instant prior art figures 2 and 3. 

Figure 1 of Norton et al shows a measuring system with both illumination and 
light receiving optics comprising an off-axis concave mirror (10, 13) and a off-axis 
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convex mirror (9m 14) in series. It would have been obvious to use other known similar 
mirror systems in an arrangement such as shown by Norton, such as the off-axis 
spherical mirror pair shown in figure 3a of Shafer, which like the system of Norton, has 
an off-axis concave mirror (15) and an off-axis convex mirror (17). Also like Norton, the 
two mirrors do not obscure each other. 

Although the use of a mirror system such as shown by Shafer differs from that of 
Norton in that the light to and from the convex mirror is collimated, as shown in instant 
prior art figures 2 and 3 those in the art known that operable systems can be made with 
collimated light passing to and from the optics focusing light onto, and receiving light 
from, the surface being inspected. 

5. Claims 5, 6, 13, and 16 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Doyle (US Re 32,912). 

See figure 2, which shows, as in claim 5, a concave off-axis paraboloid mirror (74) 
which receives and collimates light from a measuring spot on a sample (at 72). Given the 
arrangement of the optics in figure 2 of the reference, it would have been at least 
trivially obvious to pave the sample in the plane of the line shown at 72. With that 
orientation, the mirror 74 will receive light substantially normal to the sample. There is 
a flat mirror (78) which receives and redirects light from the paraboloid mirror, the two 
mirrors are mutually non-obscuring. Claim 5 has the received light "reflected from the 
measuring surface", but has no means to direct the light to the surface, or any other 
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structure to give particular definite meaning to the light being "reflected", and thus the 
"reflected" language in no more than a statement of non-limiting intended use. 

Similarly as in claim 6, there is a concave off-axis paraboloid mirror (70) which 
projects a probe beam (68) onto a sample as a substantially normal angle of incidence, 
and a flat mirror (49) which redirects the probe beam (68) toward the paraboloid mirror 
(70), the two mirrors being non-obscuring. 

As in claims 13 and 16, figure 2 of Doyle shows a set of focusing optical 
components (70, 74) what are all reflective and are oriented so there is no central 
obscuration, and being positoned to illuminated and/or collect light from the sample at 
normal incidence. In clasm 16, as with clam 5 above, there is not structure relating to 
the claim language "of reflection", so as claimed it is no more thatn a non-limiting 
statement of intended use. 

6. Claims 11, 12, 19 and 20 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over either Stumbo et al (US 6,310,687) or Wurtz et al (US 5,661,561) in 
view of Doyle (US Re 32,912). 

Both Stumbo et al and Wurtz et al show the known use of an off-axis parabolic 
mirror to direct light to and collect light reflected from a surface, with both the directing 
and receiving being substantially normal to the surface; see mirror 122 in figures 1 and 2 
of Stumbo et al and mirror 26 in figure 1 and 4 of Wurtz et al. Neither shows a plane 
mirror such as disclosed herein which directs light to and from the off-axis parabolic 
mirror, although the scanner 22 of Wurtz et al has planar mirror facets and beams 
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splitter 126 in figure 2 of Stumbo et al is a plane mirror of a sort. It is known that in such 
arrangements a plane mirror can be used to fold the light path as convenient; see the 
Plane mirrors 49 and 78, for example, of Doyle. Such folding mirrors ar well-knwonin 
the art, and not alter the functioning of the system, although they do allow for such 
design benefits as more convenient layout, increased compactness, etc. Because of this 
type of known benefit, it would have been obvious to include such a folding mirror in the 
systems of Stumbo et al or Wurtz et al. 

As in claims 19 and 20, the Stumbo et al and Wurtz et al references at least 
having an aperture stop somewhere between the flat mirror and the detector; the 
camera (30) of Wurtz et al would normally have an aperture stop, and figure 5B of 
Stumbo et al shows an aperture stop in front of the detector of a simalr system. 

7. Claims 17 and 18 add to their respective parent claims that there is an aperture 
stop "located near one of the mirrors". The art does not appear to show such an aperture 
stop in that location in systems such as claimed in the parent claims. These claims are 
objected to as being dependent form unallowed claims. 

8. The remarks filed 6 June 2006 have been considered. Because of the citation and 
application of additional references, the remarks are considered moot. 
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9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Richard A Rosenberger whose telephone number is (571) 
272-2428. The examiner can normally be reached on Monday through Friday during the 
hours of 8:00-4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gregory J. Toatley, Jr. can be reached on (571) 272-2800 ext. 77. The fax 
phone number for the organization where this application or proceeding is assigned is 
703-872-9306. Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). 



R. A. Rosenberger 
17 August 2006 




